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DETAILED ACTION 

Priority 

1 . Applicant has complied with the conditions for receiving the benefit of an earlier 
filing date under 35 U.S.C. 120. Thus the effective filing date of the instant application 
is July 27, 2000, the filing date of US application 09/625,646, now US Pat. No. 
6,807,568. 

Claim Objections 

2. Claim 35 is objected to because of the following informalities: On line 1 , "31 " 
should be --33-. 

3. Claim 40 is objected to because of the following informalities: On line 2 "said 
program, said program" should be changed to -said program--. 

4. Claim 46 is objected to because of the following informalities: On line 2, "form" 
should be changed to -from--. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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6. Claims 1-38 and 45-46 are rejected under 35 U.S.C. 102(e) as being anticipated 

by Ellis et al. (US 2004/0117831 A1) [Ellis]. 

Ellis fully incorporates by reference US application 09/378,533, filed 
August 20, 1999, to McKissick et al. (shown in paragraph 134, referred to herein 
as 'McKissick', a copy of which is provided for convenience of the applicant). 

Regarding claim 1 , Ellis discloses a method for allowing a user to receive 
programs desired by said user, said method comprising the steps of accepting 
from said user information pertaining to a program desired to be viewed by said 
user, matching by other than said user, said accepted information against a list of 
known programs currently scheduled to be delivered, and informing said user as 
to when said programs will be delivered (McKissick, page 22 line 28 - page 23 
line 15). 

Regarding claim 2, Ellis discloses the method of claim 1 , wherein said 
user is allowed to receive said programs at the informed time (McKissick, page 
23, lines 16-32). 



Regarding claim 3, Ellis discloses the method of claim 1 , wherein said 
program information is selected from future programs (McKissick, page 23, lines 
16-17). 
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Regarding claim 4, Ellis discloses the method of claim 1 , wherein upon a 
non-match condition (McKissick, a "non-frame" program, or a program yet 
unscheduled, page 16, lines 1-10) making said user request available to at least 
one content provider (McKissick teaches impulse order for pay-per-view, page 
18, lines 30-33, wherein the pay-per-view event has yet to be scheduled, page 
24 line 8 - page 25 line 12 and also teaches unscheduled video-on-demand, 
page 34, lines 3-6). 

Regarding claims 5 and 6, Ellis discloses the method of claim 4, wherein 
an interaction between said content provider and said user delivers content 
containing said descriptive material [the program that matches said descriptive 
material] to said user (McKissick, said user actively orders the program using the 
provided option, page 18, lines 30-33). 

Regarding claim 7, Ellis discloses the method of claim 1 , wherein upon a 
non-match condition, continuing by other than said user to match said accepted 
information against future lists of programs scheduled to be delivered (McKissick, 
page 27 line 31 - page 28 line 10). 

Regarding claim 8, Ellis discloses the method of claim 1 , wherein upon a 
non-match condition continuing by other than said user to match said accepted 
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information against possible future programs not yet scheduled (McKissick, page 
15 line 29 - page 16 line 10). 

Regarding claim 9, Ellis discloses the method of claim 1 , wherein a 
recorder, at said user's location, is enabled to record said programs when 
matched ones of said programs are delivered to said user (McKissick, page 13, 
lines 23-32 and page 30, lines 1-3). 

Regarding claims 10 and 1 1 , Ellis discloses the method of claim 9, 
wherein the recorder is programmed to start and stop recording at the 
appropriate times (McKissick, page 13, lines 31-32, wherein the appropriate 
times must mean the specified program recording time is adjusted in accordance 
with the location of the user and in accordance with information concerning the 
actual transmission times of programs being recorded, otherwise the times set 
for recording would not be the correct times). 

Regarding claim 12, Ellis discloses the method of claim 1 , wherein said 
matching step includes comparing a program provider's identity against a 
permission level set by said TV user (Ellis teaches users set parental controls 
that block programs, ratings, and channels, paragraphs 196-199). 
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Regarding claim 13, Ellis discloses the method of claim 1, wherein said 
matching step includes interacting with said user (McKissick, page 25, lines 13- 
28). 

Regarding claim 14, Ellis discloses the method of claim 1, wherein said 
accepting step includes accepting said program information over a network 
separate from the network used to deliver said desired program (McKissick, page 
11, lines 5-19). 

Regarding claim 1 5, Ellis discloses the method of claim 1 , wherein said 
informing step includes informing said user via an electronic message 
communicated separate from the network used to deliver said desired program 
(McKissick, page 14 line 32 - page 15 line 8). 

Regarding claim 16, Ellis discloses a system for delivering entertainment 
program to a user, said system comprising: 

means for allowing said user to input and store desired programs 
(McKissick, page 23, lines 1-3); 

means independent from said user's control for determinining which, if 
any, of said stored desired programs are currently available to said user 
(McKissick, page 23, lines 6-15); and 
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means controlled in part by said determining means for informing said 
user that one or more of said stored desired programs are currently available and 
for subsequently informing said user that desired programs which were 
determined not to have been currently available to said user have become 
available (McKissick, page 22 line 28 - page 23 line 1 5 and page 1 5 line 29 - 
page 16 line 10). 

Regarding claim 17, Ellis discloses the system of claim 16, wherein said 
determining means includes means for allowing a program provider to review 
determined unavailable desired programs to determine if said program provider 
can deliver to said user one or more of said unavailable desired stored programs 
(McKissick review of the list of desired programs takes place at the main facility 
or television distribution facility [both are program providers], wherein the facilities 
constantly check to see if a program moves into the current program guide time 
frame, at which point the desired program then becomes available for delivery 
from the program provider, page 16, lines 11-26). 

Regarding claim 18, Ellis discloses the system of claim 17, wherein said 
informing means is at a first location (McKissick teaches notifications are sent 
from an Internet source, page 14 line 32 - page 15 line 8) and said program 
provider is at a second location remote from said informing means (while the 
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program provider is a television broadcast facility, as shown in fig. 1 , facility 20, 
which is shown to be not connected to the Internet). 

Regarding claim 19, Ellis discloses the system of claim 16, wherein said 
programs are future programs (McKissick, page 23, lines 16-17). 

Regarding claim 20, Ellis discloses the system of claim 16, further 
including means for controlling recording times of delivered ones of said desired 
programs in according with the actual delivered time of such program at a user's 
location (McKissick, page 13, lines 23-32 and page 30, lines 1-3). 

Regarding claims 21 and 32, Ellis discloses a method for allowing a TV 
user to receive programs desired by said user, said method comprising: 

recording (in a memory), under control of said user, requests pertaining to 
a program desired to be viewed by said user, said desired programs not 
necessarily currently scheduled, either as stand alone programs or programs 
which are part of a series, for availability to said user (McKissick, page 22 line 28 
-page 23 line 15); 

accessing recorded ones of said requests by other than said user 
(McKissick, page 23, lines 6-9); 
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determining (by a processor), independent of control by said user, whether 
or not a program corresponding to an accessed request is currently scheduled so 
as to be available for delivery to said user (McKissick, page 23, lines 6-15); and 

informing said user as to the availability of an accessed request 
(McKissick, 'reminder list', page 23, lines 12-19). 

Regarding claim 22, Ellis discloses the method of claim 21 , wherein said 
user is allowed to receive said programs at the informed time (McKissick, page 
23, lines 16-32). 

Regarding claim 23, Ellis discloses the method of claim 21 , wherein said 
requests pertain to future programs (McKissick, page 23, lines 16-17). 

Regarding claim 24, Ellis discloses the method of claim 21 , wherein upon 
a determination that there are no currently scheduled programs matching an 
accessed request (McKissick, a "non-frame" program, or a program yet 
unscheduled, page 16, lines 1-10) making said user request available to at least 
one content provider (McKissick teaches impulse order for pay-per-view from a 
content provider, page 1 8, lines 30-33, wherein the pay-per-view event from the 
content provider has yet to be scheduled, page 24 line 8 - page 25 line 12, and 
also teaches unscheduled video-on-demand, page 34, lines 3-6). 
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Regarding claims 25 and 26, Ellis discloses the method of claim 24, 
wherein an interaction between said content provider and said user delivers 
content containing said descriptive material [the program that matches said 
descriptive material] to said user when said corresponding programs are 
determined to be available for delivery to said user from said content provider 
(McKissick, said user actively orders the program using the provided option, 
page 1 8, lines 30-33). 

Regarding claim 27, Ellis discloses the method of claim 21 , wherein upon 
a determination that there are no currently scheduled programs matching an 
accessed request, continuing for a period of time said accessing, determining, 
and informing steps (McKissick, page 27 line 31 - page 28 line 10). 

Regarding claim 28 and 29, Ellis discloses the method of claims 27 and 
21 , wherein a recorder, at said user's location, is enabled to record said 
programs when a match is determined with a subsequently scheduled program 
(McKissick, page 13, lines 23-32 and page 30, lines 1-3). 

Regarding claims 30 and 31, Ellis discloses the method of claim 29, 
wherein the recorder is programmed to start and stop recording at the 
appropriate times (McKissick, page 13, lines 31-32, wherein the appropriate 
times must mean the specified program recording time is adjusted in accordance 
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with the location of the user and in accordance with information concerning the 
actual transmission times of programs being recorded, otherwise the times set 
for recording would not be the correct times). 

Regarding claim 33, Ellis discloses the system of claim 32, wherein said 
memory is at a location remote from said desiring viewer (McKissick teaches the 
stored list to which the titles entered by a user are compared is located at a 
location remote from the viewer, page 16, lines 1 1-26, so memory that stores 
desiring viewer information is at the location remote from the viewer, enabling the 
comparison step). 

Regarding claim 34, Ellis discloses the system of claim 33, wherein said 
processor is operable to handle multiple desiring viewers (McKissick shows in fig. 
1 , plural users are connected to the main facility and television distribution 
facility, so the processor remote from the desiring viewer is operable to handle 
the plural disclosed users). 

Regarding claim 35, Ellis discloses the system of claim 33, wherein said 
processor is further operable in response to a determined match for enabling a 
recorder to capture said matched program content (McKissick, page 13, lines 23- 
32 and page 30, lines 1-3). 
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Regarding claim 36, Ellis discloses the system of claim 33, wherein said 
recorder is programmed to start and stop recording at the appropriate times 
(McKissick, page 13, lines 31-32, wherein the appropriate times must mean the 
specified program recording time is adjusted in accordance with the location of 
the user and in accordance with information concerning the actual transmission 
times of programs being recorded, otherwise the times set for recording would 
not be the correct times). 

Regarding claim 37, Ellis discoses the system of claim 33, wherein said 
recorder is enabled at a location specified by said desiring viewer, said specified 
location not necessarily being located at the location of said desiring viewer when 
said desiring viewer stores said viewed information (McKissick, page 30, lines 1- 
3, wherein said recording enabling notifications may be set up from a remote 
location, page 34, lines 21-32). 

Regarding claim 38, Ellis discloses the system of claim 32, wherein said 
processor is further operable in response to a determined match for informing 
said user of said match when said match has been determined (McKissick, page 
23, lines 10-16). 

Regarding claim 45, Ellis discloses a method for controlling TV program 
recording by a viewer, said method comprising: 
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storing programs desired by said viewer (McKissick, page 13, lines 23-32 
and page 30, lines 1-3); 

matching, under control independent of said viewer, program content 
being delivered to said viewer (McKissick, page 22 line 28 - page 23 line 15); 
and 

adjusting a time span of a recorder enabled to record said program 
content, said adjusting being in accordance with an actual program time span 
(McKissick teaches programming the recorder so that is starts and stops 
recording at the appropriate times, page 13, lines 30-32). 

Regarding claim 46, Ellis discloses the method of claim 45, wherein said 
adjusting comprises adjustments including change of start time (the recorder is 
directed to start recording at the appropriate time, McKissick, page 13, lines 27- 
32). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 39-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 



Ellis in view of Durden et al. (5,003,384) [Durden]. 
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Regarding claim 39, Ellis discloses a system for delivery of TV programs 
to a viewer, said system comprising: 

a communication link from a desiring viewer (McKissick, fig. 1, 
communication lines 30 and 32); 

memory accessible over said communication link by a plurality of desiring 
viewers for storing from any one or more said desiring viewers information 
pertaining to the delivery of one or more desired programs (McKissick teaches 
entered titles are compared to a list of programs, stored remotely from the 
viewers, wherein the search occurs where is the list is stored, thus including a 
memory remote from the viewers that stores the titles submitted by said viewers, 
page 16, lines 11-26); 

a processor for comparing stored ones of said viewer information against 
program content information as said program content information becomes 
available to determine matches therebetween on a viewer by viewer basis 
(McKissick, page 1 6, lines 1 1 -26); and 

wherein said processor is further operable in response to a determined 
match for individually informing each said viewer as to matches relevant to said 
viewer (McKissick, comparison step creates the 'notifications list', page 16, lines 
1 1-26, wherein the notifications are sent to viewers, page 17, lines 19-34). 

Ellis fails to disclose said delivery is to a location specified by each said 
desiring viewer. 
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In an analogous art, Durden teaches allowing users to make requests for 
pay per view events from locations remote from their homes, wherein they must 
specify to which home the pay per view event is to be authorized during the order 
(col. 1 1 , lines 57-65 and col. 12, lines 36-63), for the benefit of pre-ordering pay 
per view events while away from home. 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the system disclosed by Ellis to include said delivery is to a location 
specified by each said desiring viewer, as taught by Durden, for the benefit of 
allowing user to pre-order programming while away from their receivers. 

Regarding claims 40 and 42-44, Ellis and Durden disclose the system of 
claim 39, wherein said processor is further operable for individually informing 
each said viewer as to the times of said program (McKissick, shown in fig. 6) and 
setting a recorder to record a program (McKissick, page 13, lines 23-32 and page 
30, lines 1-3) at the location specified by the viewer (as taught by Durden, shown 
above regarding claim 39), but fails to disclose said time information is adjusted 
for the location of said viewer. 

Examiner takes official notice that it is notoriously well known in the art to 
adjust times for time zone differences, in order to properly display the correct 
time. 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the system disclosed by Ellis and Durden to include adjusting said 
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time information for the location of said viewer, for the benefit of providing a time 
indication that is accurate relative to the viewer who receives the notice. 



Regarding claim 41 , Ellis and Durden discloses the system of claim 39, 
wherein said processor is further operable for individually information each said 
viewer as to the time span of said program (the processor provides the program 
guide which specifies the time spans of schedule programs, including the viewer 
requested program, McKissick, fig. 18a and page 10 line 18 - page 11 line 19). 



Conclusion 

9. The following are suggested formats for either a Certificate of Mailing or 
Certificate of Transmission under 37 CFR 1 .8(a). The certification may be included with 
all correspondence concerning this application or proceeding to establish a date of 
mailing or transmission under 37 CFR 1 .8(a). Proper use of this procedure will result in 
such communication being considered as timely if the established date is within the 
required period for reply. The Certificate should be signed by the individual actually 
depositing or transmitting the correspondence or by an individual who, upon information 
and belief, expects the correspondence to be mailed or transmitted in the normal course 
of business by another no later than the date indicated. 
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Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Registration Number: 

Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and 

Trademark Office, Fax No. (703) - on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 

Reg istrat io n N urn be r: 

Please refer to 37 CFR 1 .6(d) and 1 .8(a)(2) for filing limitations concerning 
facsimile transmissions and mailing, respectively. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dominic D. Saltarelli whose telephone number is (571) 
272-7302. The examiner can normally be reached on Monday - Friday 7:00am - 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Grant can be reached on (571) 272-7294. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



4:00pm. 



Dominic Saltarelli 
Patent Examiner 
Art Unit 2611 
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